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Status 

1 M Responsive to communication^) filed on 06 June 200? 
2m This action is FINAL. 2 b)D This action is non-final 

4) I3 Claim(s) 2£38 is/are pending in the application. 
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Election/Restrictions 



This application contains claims 31-38 drawn to an invention nonelected with 
traverse in Paper No. 6. A complete reply to the final rejection must include cancellation 
of nonelected claims or other appropriate action (37 CFR 1 .144) See MPEP § 821 .01 . 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 23-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ono et al., U.S. Patent # 5,489,328 for the reasons set forth in paper no. 7. 

Claims 23 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Takamizawa et al., U.S. Patent # 4,024,306 for the reasons provided in paper no. 



The Applicants traverse the aforementioned rejections on the following grounds: 
(i) the Examiner has misinterpreted the end-result of the fluorinated 
organosilicon preparation process outlined in each of the independent claims. In 
particular, whereas the Examiner has concluded that the controlled hydrolysis step that 
is carried out in an alcohol medium in the presence of an acidic- or alkaline catalyst 
yields a fluorinated polysiloxane that is, in turn, coated onto a surface to render said 
surface hydrophobic/oleophobic, the material that is coated onto a surface is actually a 



Claim Rejections - 35 USC § 103 



7. 



Response to Arguments 
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solution of the fluorinated organosilane precursor. That is, the hydrolysis process does 
not lead to polymerization of the silane but, rather, only creates groups that may be 
reacted with a surface to form what is sometimes termed a monomolecular film. 

(ii) Ono and Takamizawa both teach the formation of hydrophobic films 
comprising not only the fluorinated organosilane but also other hydrolyzable silane 
compounds. By contrast, Applicants' method employs solely a flourinated organosilane 
to the exclusion of all other silane compounds. 

As for the first issue, the Applicants' current position that that the method of 
hydrophobizing entails coating a surface with discrete monomeric silane compounds is 
in direct conflict with the language they have used to describe their own invention. The 
claim is directed to, "a method of hydrophobizing and oleophobizing... by applying to 
such a fluoroalkyl-functional group-containing organosi|pxane-based composition...". 
Also, according to the Specification at page 4, lines 10-15, said organo siloxane 
compositions are available as homogeneous, clear solutions that are stable for several 
months. Based on these passages taken from the disclosure, it would appear that the 
Examiner's earlier interpretation was correct. In fact, the Applicants' contentions 
regarding the claimed method, as provided in their response, are entirely inconsistent 
with the language used throughout the original Specification and claims. 

Concerning the second point, claims 23, 25, and 27 in no way prohibit the 
utilization of compounds aside from the fluoroalkyl-functional group-containing 
organosilanes depicted in formulae la and lb for preparing the fluoroalkyl-functional 
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group containing organosiloxane-based composition that imparts the 
hydrophobic/oleophobic properties to a surface. (It is noted that no closed-ended 
language such as, for instance, "consisting of is employed anywhere in Applicant's 
description of the process of making the fluoroalkyl-functional group containing 
organosiloxane coating material.) Indeed, these claims require only that one of the 
silanes involved in the formation of the fluoroalkyl group-containing organosiloxane 
adhere to la or lb. Unquestionably, the organosiloxane coating products taught by Ono 
and Takamizawa will feature fluoroalkyl substituents insofar as they incorporate as one 
of the starting materials a silane that obeys the structural requirements of la or lb. 
Hence, it would appear that all limitations of the claims are presently satisfied. 

Allowable Subject Matter 
Claims 29 and 30 are allowed. Applicant has adequately addressed the 
rejections under 35 USC 112, second paragraph raised in the previous Office action. 
Accordingly, claims 29 and 30 are now allowable as the prior art does not contemplate 
treating a filler with siloxane polymers derived from either silane la or lb. 

It should be stated for the record that the Examiner had inadvertantly designated 
claim 28 as being rejected under 35 USC 103 (a) and, at the same time, potentially 
allowable pending Applicants' amendment to remedy the aforementioned 1 12 
rejections. However, it is clear from the Examiner's reasons for allowability that claims 
29 and 30 should have been indicated since claim 28 does not mention the treatment of 
filler. 
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THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 703-605- 
1 176. The examiner can normally be reached on Monday-Friday 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Dawson can be reached on 703-308-2340. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-872-9310 
for regular communications and 703-872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to. the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0661. 

July 9, 2002 

Robart Dawson 
Supervisory Patsnt Examinsr 
Technotogy Center 1 700 





